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COMPOSITIONS AND METHODS FOR MANIPULATING GLIAL 
PROGENITOR CELLS AND TREATING NEUROLOGICAL DEFICITS 



Applicant 
Serial No. 
Filed 
Title 



Commissioner for Patents 
Washington, D.C. 20231 

PETITION UNDER RULE 1.47(a) 

Pursuant to 37 CFR 1.47(a) and MPEP 409.03, assignee and real-party-in-interest, The 
Regents of the University of California, and co-inventor James H. Fallon respectfully state that 
co-inventor James Steven Reid refuses to join the application for patent, and requests that this 
application be accepted for examination and that the attached declaration be accepted without the 
signature of one of the co-inventors, Dr. James Steven Reid. The inventor has agreed in writing 
to assign the invention to The Regents of the University of California. A copy of a Patent 
Agreement entered into between the University and Dr. Reid as part of his employment is 
attached hereto. The University has sufficient proprietary interest in the application to justify 
making application as agent for the inventor. 

Dr. Reid was an employee of the University. A copy of a Patent Agreement executed by 
Dr. Reid, attached hereto, provides in paragraph 4 (page 2) that Dr. Reid agrees "to assign to 
University all rights, title and interest" in any invention for which the University seeks patent 
protection. By virtue of this agreement, the University has a proprietary interest in the 
application to justify making application as agent for the inventor. This action is necessary to 1 
preserve the rights of the assignee, The Regents of the University of California. Otherwise, 
irreparable damage would result since the application could not be properly filed. 

CERTIFICATE OF MAILING BY FIRST CLASS MAIL 

I hereby certify under 37 CFR § 1.8(a) that this correspondence is being 
deposited with the United States Postal Service as first class mail with 
/r — pv sufficient postage on the date indicated below and is addressed to the 
RPCEl V £U Commissioner for Patents, Washington, D.C. 20231, 

llVkl , , onn7 QMNfW ^ £XF>! 

JAN 1 4 2002— Date of CteoosiU 
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A bona fide and successful effort was made to present the application papers, including 
the specification, drawings, claims and declaration, to Dr. Reid for review and execution. Dr. 
Reid refuses to execute the papers. These papers, including the specification, drawings, claims 
and declaration, were mailed to Dr. Reid at his known addresses by a representative of Fish & 
Richardson, counsel for applicant, on multiple occasions. See Declarations of Michael Reed and 
Gregory Einhorn filed herewith. 

Dr. Reid's last known address is: 



This also is believed to be his current address. 

For the foregoing reasons, this application should be accepted for examination under 37 
CFR 1.47(a). Kindly accept the filing of the above-referenced application under 1.47(a), and 
issue a notice of same. 



A check for $130 prescribed under 37 CFR 1.17(h) is included to cover the 



petition fee. The Commissioner is authorized to apply any uncovered charges, or any credits, to 
Deposit Account No. 06-1050, Ref. 07306-021001. 



Fish & Richardson P.C. 
4350 La Jolla Village Drive, Suite 500 
San Diego, California 92122 
Telephone: (858) 678-5070 
Facsimile: (858) 678-5099 



P.O. Box 7683 
Berkeley, CA 94707 



Respectfully submitted, 





Michael Reed, Ph.D. 
Reg. No. 45,647 



10141972.doc 



i-tNniLni 



i'iOi lU-Ux 




UNIVERSITY OF CALIFORNIA 
STATE OATH of ALLEGIANCE 
and 

PATENT AGREEMENT 

UPAY 585 (R5/31) 



EMPLOYEE'S NAME (Last first, middle Initial) 
Reid, James Steven 


.*(P | Dl | 93 


DEPARTMENT 

Anatomy & Neurobiology 


EMPLOYMENT DATE 

tm | fli |93 



STATE OATH OF ALLEGIANCE 

l d0 solely swea r (or affirm) that I will support and defend the Constitution of the United States and the Constitution of the State of 
C^rS^XSS. foreign and donSc; that I will bear true faith and allegiance to the Constitution of the Un.UK S tales and^he 
Constitution of the State of California; ^ 

and faithfully discharge the duties upon which I am about to enter. 



Taken and subscribed before mo this 

first/ October 




.19. 



93 



_ i ir~i/-\ Ktrvr c:__ i t_<:i i 



Signature of Authorized Official 

[dmlnis t r a t ive Assistant 



Signature of Officer or Employee (DO NOT Sign Until in The Presence of Proper 
Witness) 

NOTE; No fee may be charged for administering this oath. 



Title 



Orange 



CA 



County 



Slate 



A^uatbeadrniniste^by^^^ 



WHO MUST SIGN THE OATH: All persons (other than aliens) employed by the 
University, in common with ail ether California public employees. w^J"" "J* °/ 
without compensation, must sign the Oath. (Calif. Constitution. Article XX, Section 2, 
Calif- Government Codes, Sections 31 0O-31 02.) 

All nersons re-employed by the University after a termination of sarvice must sign a new 
Oath if the date cf re-employment is more than one year after the date on which the 
previous Oath was signed (Calif. Government Code. Section 3102). 
WHEN MUST OATH BE SIGNED: The Oath must be signed BEFORE the individual 
Tnter* upon the duties of employment (Calif. Constitution. Article XX. Section 3: Cal.f. 
Government Code Section 3102.) 



WHERE OATHS ARE FILED: The Oaths of ail employees of the University shall be filed 
with tho Campus Accounting Office. 

FAILURE TO SIGN OATH: No compensation for service performed prior to his 
subscribing to the Oath or affirmation may be paid to a Unrvetvty employee. And no 
reimbursement tor expenses incurred may be made prior to his subscribing to the Oath 
or affirmation. (Calif. Government Code, section 3107.) 

PENALTIES: "Every person who, while taking an fiP#^Pj¥/pPl^ 
affirmation required by this chapter, states as true any Tn*Wa>**»eil ntt icpEyio ce 
false, is guilty of perjury, and is punishable by imprisonment in the state prison not less 
than one or more than 14 years/ (Calif. Govemmant tffi'f^^^Jffc^ 



UNIVERSITY OF CALIFORNIA PATENT POLICY 



It is the intent of the President of the University of California, in administering 
intellectual property rights for the public benefit, to encourage and assist rnembers ; of 
me faculty, staff, and others associated with the University in the use of the patent 
system with respect to their discoveries and inventions in a manner that .s equitable to 

all P^ 65 ^^ recognires me need j or and desirability of encouraging the broad 
utilization of the results of University research, not only by scholars but also in 9™fe* 
application for tne general puoile benefit, and acknowledges the importance of the 
patent system in bringing innovate research findings to practical application. 

V ' OF POLICY 



I. PREAMBLE 

Within tha University, innovative research findings often give rise to P^ enl ff^ 
inventions as fortuitous by-products, even though the research was conducted tor u» 
primary purpose of gaining new knowledge. 

To encourage the practical application of University researcn for the broad puojc 
benefit, to appraise and determine relative rights and equrties of all parties 
to facilitate patent applications, licensing, equitable distribution of ^an.esj anyMc 
assist In obtaining funds for research, to provide for the use of inwenoon-reiaiec ; ncc;^ 
for the further support of research and education, and to provide fj^^ t p .^™'% f 
patent matters when the University has a right or equity, the totowing Un.vers.ty oi 
California Patent Policy is adopted. 



A. An agreement to assign inventions and patents to the University, except those 
resulting from permissible consulting activities without use of University facilities, 
shall be mandatory for all employees, for persons not employed by the University 
but who use University research facilities, and for those who receive gift, grant or 
contract funds through the University. Exemptions from such agreements tc assign 
may be authorized in those circumstances when the mission of the Unrversity ts 
better served by such action, provided that overriding obligations to other parties are 
met and such exemptions are not inconsistent with other University policies. 

B. Those individuals who have so agreed to assign inventions and patents snai 
promply report and fully disclose the conception and/or reduction to praefcee _ cl 
potentially patentable inventions to the Director of the Office of Technology^ Transfer 
They shall execute such declarations, assignments, or other documents as ma ly r be 
necessary In the course of invention evaluation, patent prosecution, or prot*:t.on of 
patent or analogous property rights, to assure that title Jn such Inventions shaa be 
held by the Unvierslty or by such other parties designated by the University as may 
be appropriate under the drcumstances. Such circumstance, would Include, but not 
be limited to, those situations when there areoverrtding patent obligations of me 



II. STATEMENT i 

University arising from gifts, grants, contracts, or other agreements wrth ouiside 
organizations. t i n e 

tn me absence of overriding obligations to outside sponsors of resea '~* 
University may release patent rights to me inventor in mcse a ™™f*" c **" c 

(1) the University elects not to file a patent application and *e inventor ts prep . 

(2) the^ityof lh0 situation clearly indicates such reiease ^t 
provided in either case that no further research or development to develop ^ 
Invention will be conducted involving University support or facilities. 
provided further mat a shop right is granted to the Urwersrry oursuan t 

C Subject to restrictions arising from overr iding oaligabc^ ^ Unrversrry pu ^ 
to gifts, grants, contracts, or other agreements with outside ; ' lo 

University agrees, tor and in consideration of said t^*™?^* ^T^Lssak' or 
pay annually to the named Inventor(s). or to me inventus) ^^ u ™ nvcntton 
assigns. 50% of me first Si 00.000 of cumulative net royarbes ^^^iiw anfl 
received by the University. 35% of the next $400 .000 of ^^^Sufalrve 
fees per invention receivod by me University, and 20% erf a* addrbonai cumuia 



EO420 



(POLICY IS CONTINUED . • . Please sign Patent Agreement on reverse side) 

ATTACH TO PERSONNEL ACTION FORM (UPAY 560) 



Univ*f*iryofC*li1omia 



UWiVERSHTf PATENT POLICY, contirn!?d . - 



n.t rovalties end fees per invention received by the University. Net royalties are 
MtiX. ^rc*artl« >nd fee. less 15% thereof (or administrative costs, and 
fBsTme^K patenting, protecting, and preserving patent rights, maintaining 
oatante the licensing of patent and related property rights, end such other costs. 
Sum or reimbursements as may be necessary or requirad by ; law. 

vv^en there are two or more inventors, each Inventor snail share equally .n the 
inventor's share of royalties, unless all inventors previously have agreed .n wntlng to 



a different distribution of such share. 

Distribution of the inventor* share shall be made annually in February from the 
amount received during the penultimate calendar year. In the event of any litigation, 
actual or imminent, or any other action to protect patent rights, the University may 
withhold distribution and Impound royalties until resolution of the matter. 
In the disposition of any net Income accruing to the University from patents, first 
consideration shall be given to the support of research. 



HI. PATENT RESPONSIBILITIES AND ADMINISTRATION 



Pursuant to Standing Order 100.4(ggJ, the President has responsibility for ail 
" marerV relating to patents in which the University of Callforn.a is In any way 

"eTesfdent is advised on such matters by the Intellectual Property Advisory 
' Sun*; (IPAC;. wr,.* is a** by -.he Senior Vice Presto- Academy A**:* 
Tne membership of IPAC includes representatives from campuses Agncullure and 
Na?u™ Resources, the Department of Energy Laboratories, and the Director of the 
Office of Technology Transfer. IPAC is responsible for: 

apposing University policy on intellectual PW*£™«*<* 
including patents, copyrights, trademarks, and tangible research products. 
2 reviewing proposed exceptions to established policies; and 

* and practical application, and requesting the filing and prosecution of patent 
applications. 



2. Evaluating the patent or analogous property rights or equities held by the 
University In an invention, and negotiating agreements with cooperating 
organizations, if any. with respect to such rights or equities. 

3. Negotiating licenses and license option agreements with other parties 
* concerning patent and/or analogous prooerty rights held ty tne University, 

4. Directing and arranging (or the collection ana appropriate cisriout:cn ot royalties 
and fees. 

5 Assisting University officers in negotiating agreements with cooperating 
organizations concerning prospective rights to patentable inventions or 
discoveries made as a result of research carried out under grants, contracts, or 
other agreements to be funded In whole or in pan by such cooperating 
organizations, and negotiating with Federal agencies regarding the disposition cf 
patBni rights. 

6 Recommending to the President appropriate action on exemptions trom the 
agreement to assign inventions and patents to the University as required by 
Section II, A., above. 

Revised Apnl 16, 1990 



PATENT AGREEMENT 

(Please read Patent Policy on reverse side and above.) 

^ * iu in,nw«;a aM mnfmifln hereinafter called "University," in part consideration of my employment, and of 

wag8 ^o7 s :£^ 

contract res-an* funds IhroUBh the Un^ty. ^.n.n^ntaca of royalty payments received by University, as setter* in University Patent Policy. 

Ucree^possi^^^ 

,„ the event any sue, Ml * deemed by Univ^ty '' ^^^ 

therein, to seek patent protector thareon. I snail ewcuM any documents and do afl ^^^^^SSmUba, Code section 2870. to which notice is given below. In 
Serein and to assist University tot securino patent protection Jh^cop. o<j ^^^^^SSSmm» University requested assignment or assistance: (b) to 

by University. u 

• Un,versi*m.yreBnc.ishtom,al,orap^ nM «« =o»r» o- n* 

• In .gning L agreement I unhand that .he *w. of which no-**, is given be.ow. a^ies to me. .a, , am s,i„ requ-re, to disuse al, m y ^ . - Un.^., 

NOTICE 

Thisagreementdoesnotapplytoanin^^^ 

that <a> Any provisions in an employment agreement which provides *at "^J^'™^* own flL *taut using the employers 

Invention tc his or her employer shall not aoply to an Invention that ™ S Relate at th. time of conception or reduction to 

equ.=ment. supplies, facilities, or trace secret or development o( „,„ employe , (2) SeS ultfr=m any 

practice ot the invention to the employer's ^ 8ss ; o :^ a '°^^^^ an employee to ass.gr .en 

workperformedby the employee 'or the employer. (b)Tothee^ £ £^ ^ poljey of sts:e ^ ls 

invention otherwise excluded from being required to be assigned under suhdlvision ia,, p -» 
unenforceable. 



in any suit or action arisir* under this law the burden o, proof shaH be on me indivd ua, Calming^ benefits of Its proves. 



Employee/Guest Name . 



' Janes Steven Reid 



_ Witness Signature 




.Date: 



10/01/93 



(Please Print) 



. Date: 



10/01/93 



RET*: ACCOUNTINGS yrs. after separation. «eep< in cases o, disability, recent or discipHn-ry action, ft wh«h cases retain until age 70 
Other Capias: 0-5 years after separation. 



ATTACH TO PERSONNEL ACTION FORM (UPAY 560) 



Form UPAY 585 (RS/91) 



JAN 1 4 2002 



